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PATENTS 

1. Practice and procedure in Intent and 

Trademark Office — Reissue — Error 
without deceptive intent (§110.1303) 

Attorney's failure to appreciate fuM scope 
of invention qualifies as error und. r 35 USC 
25 1 and is correctable by reissue, but deliber- 
ate withdrawal or amendment does not in- 
volve inadvertence or mistake contemplated 
by Section 251. and recapture rule therefore 
prevents patentee from regaining, through 
reissue, subject matter surrendered in effort 
to obtain allowance of original claims; under 
this rule, reissue claims that arc broader 
than original claims in manner directly perti- 
nent to subject matter surrendered during 
prosecution arc impermissible. 

2. Practice and procedure in Patent and 

Trademark Office — Reissue — In gen- 
eral (§! 10.1301) 

Recapture rule bars reissue claim if it is as 
broad as or broader than canceled or amend- 
ed claim in all respects; if reissue claim is 
narrower in all respects, recapture rule does 
not apply, but other rejections arc possible. 

3. Practice and procedure in Patent and 

Trademark Office — Reissue — In gen- 
eral (§1 10.1301) 

Recapture rule bars reissue claim that is 
broader than canceled or amended claim in 
some aspects, but narrower in others, if re- 
issue claim is as broad or broader in aspect 
eermane to prior art rejection, but narrower 
m another aspect completer} 1 unrelated to 
rejection; if reissue claim is narrower in as- 
pect eermane to prior art rejection, and 
broader in aspect unrelated to rejection, then 
recapture rule does not bar claim, but other 
rejections are possible. 

4. Practice and procedure in Patent and 

Trademark Office — Reissue — 
Broader claims sought (§110.1313) 

Recapture rule bars reissue claim of pat- 
ent for method of producing pulp from waste 
paper, even though reissue claim is narrower 
than claim amended during prc~ccuticn in 
one area relevant to prior art rejection, since 
claim is also broader than ame* ,!ed claim, in 
that it eliminates several very specific pro- 
cess limitations which were added in order to 




distinguish invention over prior art, and 
since, on balance, reissue claim is broader 
than it is narrower in manner directly perti- 
nent to subject matter that patentee surren- 
i£$tered during prosecution. 

ractice and procedure in Patent and 
Trademark Office — Reissue — 
Broader claims sought (§110.1313) 

Recapture rule does not apply when 
broadening of reissue claim not only relates 
to aspect "of issued claim that was never 
narrowed to overcome prior art, or argued as 
distinguishing claim from prior art, but also 
is not materially related to alleged error 
supporting reissue, but this rule does not 
require determination of whether broader 
aspects of reissue claims are related to al- 
leged error. 

6. Practice and procedure in Patent and 
Trademark Office — Reissue — In gen- 
eral (§110.1301) 

Practice and procedure in Patent and 
Trademark Office — Reissue — Effect 
of grant or denial (§110.1309) 
Rejection of reissue claims on ground of 
defective declaration is vacated, since 
claims, which are identical to those in issued 
patent, arc not subject tc recapture rule, and 
defective declaration thus would not invali- 
date them in and of itself, and since surren- 
der of issued patent does not take effect until . 
reissue patent issues, and claims therefore 
continue to exist with their normal'prcsump- 
tion of validity unaffected by examiner's 
-ejection based on allegedly defective decla- 
ration; however, claims identical to those in 
issued patent cannot alone support reissue 
application, and instant application^ would 
therefore fail to comply with 35 USC 251 
even if patentee were to cure allegedly defec- 
tive declaration. 

Particular patents — Chemical — Waste 
paper treatment 

4,780.179. Clement, method for produc- 
ing pulp from printed unseiccted waste pa- 
pe°, rejection of reissue claims 49-52 af- 
firmed; rejection of claims 1-18 vacated. 



Appeai from the U.S. Patent and Trade- 
mark Office. Board of Patent Appeals and 
Interferences. 

Application (serial no. 08/054,951) of 
Jean-Marie Clement for reissue of patent no. 
4,780,179. From decision sustaining rejec- 
tion of application claims i-18 and 49-52, 
applicant' appeals. Affirmed in part and va- 
cated in part. 
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Lawrence M. Green and Christopher S. 
Schultz, of Wolf, Greenfield & Sacks, 
Boston, Mass., for appellant. 

John M. Whealan, associate solicitor, U.S. 
Patent and Trademark Office, Nancy J. 
Linck, solicitor, Albin F. Drost, deputy 
solicitor, and Scott A. Chambers, associ- 
ate solicitor, for appellee. 

Before Mayer, circuit judge, Smith, senior 
circuit judge, and Clevenger, circuit 
judge. 

Mayer, J. 

Jean-Marie Clement appeals the decision 
of the United States Board of Patent Ap- 
peals and Interferences sustaining the rejec- 
tion of claims 1-18 and 49-52 in reissue 
application Serial No. 08/054,951 under 35 
U.S.C. § 251 (1994). Because the board 
correctly applied the recapture rule to bar 
claims 49-52 and because claims 1-18 alone 
cannot support the reissue application, we 
affirm in part and vacate in part. 

Background 



the paper but without dispersing them 
inside the fibrous suspension; 

(b) separating the non-ink contami- 
nants from the pulp by mechanical separa- 
tion, without the use of froth floatation or 
solvent extraction or other process, using 
conventional screens and centrifugal 
cleaners and without any further applica- 
tion of strong shear forces to the pulp; 

(c) softening of the ink particles vehi- 
cles and weakening of their bondings with 
the surface of the fibres by submitting the 
pulp at a consistency of more than 15% at 
the simultaneous actions of (A) high tem- 
perature — between 85 and 130° C. — 
(B) high shear forces and (C) at least one 
de-inking agent, under alcaline [sic] 
conditions; 

(d) detaching the ink particles from the 
surface of the fibres and dispersing them 
into the fibrous suspension by submitting 
the pulp to the simultaneous actions of (A) 
high temperature — between 85 and 
130 fl C. — (B) high shear forces and (C) 
at least one chemical dispersing agent, 
under alcaline [sic] conditions; 

(e) removing the free ink particles. by 
means of the most appropriate known 
method and up to the degree of brightness 
required by the final use of the pulp. 



This case is about U.S. Patent No. In an effort to overcome Ortner, Clement 

4.780,179 (the '179 patent) issued to Jean- submitted a preliminary amendment in the 

Marie Clement. The '179 patent claims a '943 application dated January 27, 1986, 

method for treating waste paper that re- which replaced original claim 1 with claim 

moves "stickies, 11 such as glues and plastics, 42. Claim 42 is limited to; (1) carrying out 

under a first set of environmental conditions, step (a) at room temperature; (2) using me- 

before removing inks under a second set of chanical energy less than 50 KW.H/Ton in 

environmental conditions. step (a); (3) removing the ink by applying a 

The '179 patent issued from application combination of high temperature between 85 
Serial No. 06/822,943 (the '943 applica- and 1 30° C. mechanical energy greater than 
tion), which was a continuation of applica- 50 KW.H/Ton: and a de-inking or chemical 
tion Serial No. 06/482,623 (the '623 appii- dispersing agent under alkaline conditions in 
cation). During prosecution, Clement steps (c) and (d). respectively; and (4) limit- 
amended the claims to overcome U.S. Patent ing the duration of steps (c) and (d) to 
No. 4,360,402, issued to Ortner et al. between two and ten minutes. In this prelimi- 
(Ortner), and an article written by Michael narv amendment, Clement argued that 
Burns entitled "Waste Paper Preparation Ortner's process could not apply simulta- 
Plant and Systems," published in the June/- neously the higher temperature and larger 
August 1973 issue of Paper Technology shear force (mechanical energy greater than 
(Burns). The broadest of the '623 applica- 50 KW.H/Ton) recited in steps (c) and (d). 
tion s claims, original claim 1, recites: Clement also argued that using a higher 
A method of treating a mixture of print- temperature in Ortner's process would pre- 

ed and contaminated waste paper in order vent the final product from having the neces- 

to produce pulps for the use in the manu- sary brightness. 

facture of pulp and paper boards, which In response, the examiner withdrew the 

method comprises: Ortner reference, but relied on Burns until 

(a) forming an aqueous pulp of said Clement's amendments dated December 23, 

waste material at low temperature, low 1986, and June 29, 1987, and an examiner's 

specific mechanical energy, thereby form- amendment dated May 16, 1988, added the 

ing a pulpable slurry and releasing the following limitations: (1) steps (a) and (b) 

non-ink contaminants from the surface of remove substantially all the non-ink contami- 
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nants including the stickics; (2) steps (c) and 
(d) include strong alkaline conditions having 
a pH of at least 9: (3) the brightness of the 
final pulp in step (f) is at least 59 ISO; and 
(4) step (b) takes place at room temperature. 
The table at Appendix A shows claim 42 
before the last two amendments. In his De- 
cember 23, 1986. amendment, Clement spe- 
cifically argued that Burns fails to disclose 
the strong alkaline conditions having a pH 
greater than 9 that he added to steps (c) and 
(d). In his June 29. 1987. amendment, he 
continued to traverse the examiner's asser- 
tion that Burns discloses removing the stick- 
ies at room temperature through the applica- 
tion of mechanical energy iower than 50 
KW.H/Ton. The patent issued on October 
25. 1 988. with claim 42 becoming claim 1 , as 
shown in the table at Appendix B. 

On October 18. 1990, Clement filed re- 
issue application Serial No. 07/600.01 2 (the 
'012 application). During prosecution of the 
'012 application, he admitted that he added 
'Very specific process parameters' 1 to issued" 
claim 1 during prosecution of the '943 appli- 
cation "in order to distinguish over the prior 
art.'* Clement later abandoned the '012 ap- 
plication in favor of continuation reissue ap- 
plication Serial No. 08/054,951 (the '951 
application), presently on appeal. The '95! 
application includes claims 1-13. which cor- 
respond to claims 1-18 of the '179 patent, 
and claims 49-52. which arc admittedly 
broader than the '179 patent's claims. In his 
reissue declaration. Clement stated that as a 
result of his failure to understand the claims 
and his attorney's failure to appreciate the 
scope of his invention, claims i - i 8 of the ' i 79 
patent are unduly limited because "step (a) 
recites forming the first fibrous suspension at 
room temperature by applying specific me- 
chanical energy lower than 50 KW. 
H/Ton.*' In addition, "'the temperature, me- 
chanical energy and pH conditions set forth 
in steps (c) and (d)" unduly limit claim 1 
and claims 2-18. which depend from it. 
Claim 49 eliminates these limitations and 
the room temperature limitation in the first 
claim's step (b). The table at Appendix B 
compares reissue claim 49 with claim 1 of 
the '179 patent with differences italicized. 

The examiner rejected claims 49-52 under 
35 U.S.C. § 251 : for being broadened in a 
reissue application hied outside the two year 



'Section 251 allows patentees to correct "er- 
rors" made during prosecution, such as claiming 
less than the patentee hud a right to claim. A 
reissue pa lent may not. however, enlarge the 
scope of the claims unless the patentee files the 
reissue application within two years of the grant 
of the patent. 



statutory period. The examiner also rejected 
claims 1-18 and 49-52 under section 251 for 
lacking a basis for reissue because recapture 
is not an error so correctable. The examiner 
found the reissue declaration defective under 
37 C.F.R. § 1.175 (1997) because it failed 
not only to mention the error in step (b), but 
also to explain sufficiently how any of the 
errors arose. The examiner determined that 
these defects were not curable because the 
recapture rule applied. Clement appealed 
the examiner's final rejection to the United 
States Board of Patent Appeals and Interfer- 
ences (the board). 

The board determined that Clement filed 
his broadening reissue application timely. It 
further found that during prosecution of the 
'179 patent. Clement added temperature, 
mechanical energy, and pH limitations to 
overcome prior art rejections. The board 
noted that the temperature limitation in step 
(a) and the temperature and mechanical 
energy limitations in steps (c) and (d) "were 
argued by [Clement] to be features not sug- 
gested by Ortner or Burns and . . . were 
accepted by the examiner as distinguishing 
over these references. : " It concluded that 
Clement implicitly admitted that "broader 
claims not restricted to . . . [these limita- 
tions] were not patentable over the prior art 
represented by Ortner." The board found 
that claims 49-52 do not include these limita- 
tions and concluded that the reissue claims 
seek to broaden the patent in a manner 
directly pertinent to subject matter that 
Clement deliberately surrendered to over- 
come prior art rejections. It therefore sus- 
tained the rejection of claims 49-52 for fail- 
ing to comply with 35 U.S.C. § 25 1. and the 
rejection of claims 1-18 and 49-52 based on a 
defective reissue declaration. Clement 
appeals. 



Discussion 

[Ij Determining whether an applicant has 
met the statutory requirements of 35 U.S.C. 
§ 251 is a question of law. which we review 
de novo. Mem or Corp. v. Coioplast. Inc., 
998 F.2d 992. 994. 27 USPQ2c £521, 1524 
(Fed. Cir. 1993). This legal conclusion is 
based on underlying findings of fact, which 
we sustain unless thev are clearlv erroneous. 
In re Kemps. 97 F.3d 1427! 1430. 40 
USPQ2d 1309. 1312 (Fed. Cir. 1996); Men- 
tor. 998 F.2d at 994. 27 USPQ2d at 1524. 
An attorney's failure to appreciate the full 
scope of the invention qualifies as an error 
under section 251 and is correctable bv re- 
issue, in re Wilder. 736 F.2d 1516. 1519*222 
USPQ 369. 370-71 (Fed. Cir. 19S4). Never- 
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theless, "deliberate withdrawal or amend- 
ment . . . cannot be said to involve the inad- 
vertence or mistake contemplated by 35 
U.S.C. § 251." Haliczer v. United States, 
356 F.2d 541, 545, 148 USPQ 565, 569 (Ct. 
CI. 1966). The recapture rule, therefore, 
prevents a patentee from regaining through 
reissue the subject matter that he surren- 
dered in an effort to obtain allowance of the 
original claims. See Mentor, 998 F.2d at 
995, 27 USPQ2d at 1524. Under this rule, 
claims that are "broader than the original 
patent claims in a manner directly pertinent 
to the subject matter surrendered during 
prosecution" are impermissible. Id. at 996, 
27 USPQ2d at 1525. 

The first step in applying the recapture 
rule is to determine whether and- in what 
"aspect" the reissue claims are broader than 
the patent claims. For example, a reissue 
claim that deletes a limitation or element 
from the patent claims is broader in that 
limitation's aspect. Clement argues that the 
board focused too much on the specific limi- 
tations that were omitted from the reissue 
claims. Although the scope of the claims is 
the proper inquiry,. In re Richman, 409 F.2d 
269, 274, 161 USPQ 359, 362 (CCPA 
1969), claim language, including limitations, 
defines claim scope. Abtox, Inc. v. Exitron 
Corp., 122 F.3d 1019, 1023, 43 USPQ2d 
1545, 1548 (Fed. Cir. 1997); Bell Communi- 
cations Research, Inc. v. Vitalink Communi- 
cations Corp., 55 F.3d 615, 619, 34 USPQ2d 
1816, 1819 (Fed. Cir. 1995) ("[T]he lan- 
guage of the claim defines the scope of the 
protected invention."). Under Mentor, 
courts must determine in which aspects the 
reissue claim is broader, which includes 
broadening as a result of an omitted limita- 
tion. The board did not err by determining 
which limitations Clement deleted from the 
patent claims. 

The second step is to determine whether 
the broader aspects of the reissue claims 
relate to surrendered subject matter. To de- 
termine whether an applicant surrendered 
particular subject matter, we look to the 
prosecution history for arguments and 
changes to the claims made in an effort to 
overcome a prior art rejection. See Mentor, 
998 F.2d at 995-96, 27 USPQ2d at 1524-25; 
Ball Corp. v. United States, 729 F.2d 1429, 
1436, 221 USPQ 289, 294-95 (Fed. Cir. 
1984). 

Although the recapture rule does not ap- 
ply in the absence of evidence that the appli- 
cant's amendment was "an admission that 
the scope of that claim was not in fact 
patentable," Seattle Box Co. v. Industrial 
Crating & Packing, Inc., 731 F.2d 818, 826, 



221 USPQ 568, 574 (Fed. Cir. 1984), "the 
court may draw inferences from changes in 
claim scope when other reliable evidence of 
the patentee's intent is not available," Ball, 
729 F.2d at 1436, 221 USPQ at 294. Delib- 
erately canceling or amending a claim in an 
effort to overcome a reference strongly sug- 
gests that the applicant admits that the scope 
of the claim before the cancellation or 
amendment is unpatentable, but it is not 
dispositive because other evidence in the 
prosecution history may indicate the con- 
trary. 2 See Mentor, 998 F.2d at 995-96, 27 
USPQ2d at 1 524-25; Ball, 729 F.2d at 1 438, 
221 USPQ at 296; Seattle Box Co.. 73 1 F.2d 
at 826, 22 1 USPQ at 574 (declining to apply 
the recapture rule in the absence of evidence 
that the applicant's "amendment . . . was in 
any sense an admission that the scope of 
[the] claim was not patentable"); Haliczer, 
356 F.2d at 545, 148 USPQ at 569 (acquies- 
cence in the rejection and acceptance of a 
patent whose claims include the limitation 
added by the applicant to distinguish the 
claims from the prior art shows intentional 
withdrawal of subject matter); In re Wil- 
lingham, 282 F.2d 353, 354, 357, 127 USPQ 
211, 213, 215 (CCPA 1960) (no intent to 
surrender where the applicant canceled and 
replaced a claim without an intervening ac- 
tion by the examiner). Amending a claim 
"by the inclusion of an additional limitation 
[has] exactly the same effect as if the claim 
as originally presented had been canceled 
and replaced by a new claim including that 
limitation." In re Byers. 230 F.2d 451, 455, 
109 USPQ 53, 55 (CCPA 1956). 

Once we determine that an applicant has 
surrendered the subject matter of the can- 
celed or amended claim, we then determine 
whether the surrendered subject matter has 
crept into the reissue claim. Comparing the 
reissue claim with the canceled claim is one 
way to do this. In re Wad linger, 496 F.2d 
1200, 1204, 181 USPQ 826, 830 (CCPA 
1974); Richman, 409 F.2d at 274, 161 
USPQ at 362. If the scope of the reissue 
claim is the same as or broader than that of 
the canceled claim, then the patentee is 
clearly attempting to recapture surrendered 
subject matter and the reissue claim is, 



2 For example, if an applicant amends a broad 
claim in an effort to distinguish a reference and 
obtain allowance, but promptly files a continu- 
ation application to continue to traverse the prior 
art rejections, circumstances would suggest that 
the applicant did not admit that broader claims 
were not patentable — assuming that the appli- 
cant does not ultimately abandon the continu- 
ation application because the examiner refuses to 
withdraw the rejections. 
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therefore, unallowable. Ball, 729 F.2d at 
1436, 221 USPQ at 295 ("The recapture 
rule bars the patentee from acquiring, 
through reissue, claims that arc the same or 
of broader scope than those claims that were 
canceled from the original application.") 
(emphasis omitted); Byers. 230 F.2d at 456, 
109 USPQ at 56. In contrast, a reissue claim 
narrower in scope escapes the recapture rule 
entirely. Ball, 729 F.2d at 1436, 221 USPQ 
at 295. 

Some-reissue claims, however, arc broader 
than the canceled claim in some aspects, but 
narrower in others. In Mentor, for example, 
the issued claim, which was directed to a 
condom catheter, recited an adhesive means 
that was transferred from an outer to an 
inner surface without turning the condom 
inside-out. 998 F.2d at 993, 27 USPQ2d at 
1523. The issued claim also recited, inter 
alia, that the condom catheter included a 
"thin cylindrical sheath member of resilient 
material rolled outwardly upon itself to form 
consecutively larger rolls . . . ." One canceled 
claim recited an adhesive means between the 
rolls, but did not specify that the adhesive 
was transferred from the outer to the inner 
surface without turning the condom in- 
side-out. Another canceled claim recited that 
adhesive was transferred from the outer to 
the inner surface, but did not specify that 
this operation was done without turning the 
condom inside-out. The prior art rejections 
focused on the obviousness of the adhesive 
means positioned between the rolls and the 
process of transferring adhesive to the inner 
surface of the condom. 

In making amendments to the claim, the 
applicant argued that "none of the refer- 
ences relied upon actually showed the trans- 
fer of adhesive from the outer surface to the 
inner surface as the sheath is rolled up and 
then unrolled." Id. at 995-96. 27 USPQ2d at 

1524- 25 (emphasis in original). The reissue 
claim eliminated the limitation that adhesive 
was transferred from the outer to the inner 
layer, and was, therefore, broader in this 
aspect. The reissue claim was also narrower 
than the canceled claim because it recited 
that the catheter included "a thin, flexible 
cylindrical member of resilient material 
rolled outwardly upon itself to form a single 
roll. . . ." (Emphasis added). We held that, 
although the "flexible" and "single roll" 
limitations made the reissue claim narrower 
than both the canceled and issued claims, it 
did not escape the recapture rule because 
these limitations did not "materially narrow 
the ciaimf ]." Id. at 996-97, 27 USPQ2d at 

1525- 26. 

Similarly, in Ball, the issued claim recited 
"a plurality of feedlines" and a "substantial- 



ly cylindrical conductor. : ' 729 F.2d at 
1 432-33, 22 1 USPQ at 29 1 -92. The canceled 
claim recited "feed means including] at 
least one conductive lead." and a "substan- 
tially cylindrical conductor." The prosecu- 
tion history showed that the patentee added 
the "plurality of feedlines" limitation in an 
effort to overcome prior art, but the cylindri- 
cal configuration limitation was neither add- 
ed in an effort to overcome a prior art rejec- 
tion, nor argued to distinguish the claims 
from a reference. Id. The reissue claim in- 
cluded limitations not present in the can- 
celed claims that related to the feed means 
element, but allowed for multiple feedlines. 
On balance, the claim was narrower than the 
canceled claim- with respect to the feed 
means aspect. The reissue claim also deleted 
the cylindrical configuration limitation, 
which made the claim broader with respect 
to the configuration of the conductor. Id. at 
1437, 221 USPQ at 295. We allowed the 
reissue claim because the patentee was not 
attempting to recapture surrendered subject 
matter. Id. at 1433. 22 j USPQ at 296. 

[2,3] In both Mentor and Ball, the rel- 
evance of the prior art rejection to the as- 
pects narrowed in the reissue claim was an 
important factor in our analysis. From the 
results and reasoning of those cases, the 
following principles How; (i) if the reissue 
claim is as broad as or broader than the 
canceled or amended claim in all aspects, the 
recapture rule bars the claim; (2) if it is 
narrower in all aspects, the recapture rule 
does not apply, but other rejections arc possi- 
ble; (3) if the reissue claim is broader in 
some aspects, but narrower in others, then: 
(a) if the reissue claim is as broad as or 
broader in an aspect germane to a prior art 
rejection, but narrower in another aspect 
completely unrelated to the rejection, the 
recapture rule bars the claim; (b) if the 
reissue claim is narrower in an aspect ger- 
mane to prior art rejection, and broader in an 
aspect unrelated to the rejection, the recap- 
ture rule does not bar the claim, but other 
rejections are possible. Mentor is an example 
of (3)(a); Ball is an example of (3)(b). 

[4] In our case, reissue claim 49 is both 
broader and narrower in areas relevant to the 
prior art rejections. Comparing reissue claim 
49 with claim 42 before the May 1988 and 
June 1987. amendments (see the tables at 
Appendices A and B). we see that claim 49 is 
narrower in one area, namely, the brightness 
is "at least 59 ISO in the final pulp." This 
narrowing relates to a prior art rejection 
because, during the prosecution of the '179 
patent. Clement added this brightness limi- 
tation in an effort to overcome" Burns. Our 
comparison also reveals that reissue claim 49 



1166 



In re Clement 



45 USPQ2d 



is broader in that it eliminates the room 
temperature and specific energy limitations 
of step (a), and the temperature, specific 
energy, and pH values of steps (c) and (d). 
This broadening directly, relates to several 
prior art rejections because, in an effort to 
overcome Ortner, Clement added to step (a) 
the limitation that it is carried out "at room 
temperature," and applies "specific me- 
chanical energy lower than 50 KW.H/Ton 
to form a pumpable slurry. . •." He argued, 
moreover, that the latter limitation overcame 
Burns despite the examiner's contention to 
the contrary. Clement also added to steps (c) 
and (d) the temperature and specific energy 
values in an effort to overcome Ortner, and 
the "strong" alkaline conditions "having a 
pH of at least 9" limitation in an effort to 
overcome Burns. Clement admitted, further- 
more, that he added these "very specific 
process parameters ... in order to distin- 
guish over the prior art." Claim 49 omits 
each of these limitations. 

On balance, reissue claim 49 is broader 
than it is narrower in a manner directly 
pertinent to the subject matter that Clement 
surrendered throughout the prosecution. 
Even with the additional limitations, claims 
50-52 are also broader than they are narrow- 
er in a manner directly pertinent to the 
subject matter that Clement surrendered 
during prosecution. 

[5] We do not address whether the reissue 
claims in this case are broader than the 
canceled claims in a manner directly related 
to the alleged error supporting reissue be- 
cause we see no dispositive significance in 
this inquiry. In Ball, we said that the recap- 
ture rule does not apply when the reissue 
claim is broader than the canceled claim in a 
manner unrelated to the alleged error sup- 
porting reissue, but did not address whether 
the recapture rule would apply if the broad- 
ening did relate to the alleged error. 729 F.2d 
at 1438, 221 USPQ at 296. We can envision 
a scenario in which the patentee intentional- 
ly fails to enumerate an error so that he may 
eliminate a limitation that he argued distin- 
guished the claim from a reference or added 
in an effort to overcome a reference and 
claim protection under Ball. We, therefore, 
think Ball is limited to its facts: the recap- 
ture rule does not apply when the broadening 
not only relates to an aspect of the claim that 
was never narrowed to overcome prior art, or 
argued as distinguishing the claim from the 
prior art, but also is not materially related to 
the alleged error. Accordingly, Ball does not 
require us to determine whether the broader 
aspects of the reissue claims are related to 
the alleged error supporting reissue. 



Clement argues that, although claim 49 is 
broader than the issued claims, it is material- 
ly narrower than original claim 1; therefore, 
the recapture rule should not apply. He relies 
on the unsupported assumption that, for pur- 
poses of the recapture rule, we should com- 
pare the scope of the reissue claims with that 
of only original claim 1 to determine whether 
or not the reissue claim is broader in a 
material way. Clement has chosen original 
claim 1 as the basis for comparison because, 
in his view, it does not include limitations 
enumerated by the board as missing from the 
reissue claims. These limitations are the 
room temperature limitation in step (a) and 
the specific values of the specific energy 
limitations in steps (c) and (d). 

Clement's assumption ignores the board's 
finding that the reissue claims delete the 
value of the high temperature and pH limita- 
tions in steps (c) and (d) and the room 
temperature limitation of step (b). It also 
ignores much of the prosecution history. The 
prosecution history shows that Clement 
abandoned the subject matter of claim 42, as 
it existed before the examiner's amendment 
dated iMay 16, 1988, because he allowed the 
examiner to amend it to obtain allowance 
and no other evidence suggests that Clement 
did not intend to abandon it. He also aban- 
doned the subject matter of claim 42, as it 
existed before his June 29, 1987, amend- 
ment, as it existed before his December 23, 
1986, amendment, and as it existed in his 
preliminary amendment. Based on his ac- 
tions and statements in the prosecution histo- 
ry of the ' 1 79 patent and his admission in the 
history of the '012 application, every time 
Clement amended his claims, he intentional- 
ly omitted or abandoned the claimed subject 
matter. Furthermore, his argument that we 
should compare reissue claim 49 with origi- 
nal claim 1 is reminiscent of the patentee's 
unsuccessful argument in Byers. There, the 
patentee argued that the reissue claims were 
"intermediate in scope between certain 
broad claims which were canceled from [the 
patentee's] original application and the 
limited claim allowed in the patent." 230 
F.2d at 457, 109 USPQ at 57. Jn response, 
the court noted that the "rejection is not 
based on the cancellation of the broader 
claims referred to in [the patentee's] brief. 

. . . The fact that there were other claims 
whose cancellation did not constitute such a 
bar is immaterial." Id. 

We agree with the board's conclusion that 
the reissue claims are broader than the pat- 
ent claims in a manner directly pertinent to 
the subject matter that Clement surrendered 
during prosecution. Therefore, it correctly 
applied the recapture rule, and we affirm the 
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board ; s decision to sustain the examiners 
rejection of claims 49-52. 

[6] Because we affirm the board s decision 
on recapture. Clement cannot cure the alleg- 
edly defective declaration with respect to 
claims 49-52. As a result, we do not reach 
that issue. Because claims 1-18 are not sub- 
ject to the recapture rule, however, a defec- 
tive declaration would not, in and of itsell, 
invalidate them. The Commissioner con- 
cedes this point and reminds that, because 
under 35 U.S.C. § 252 (1994) the surrender 
of the '179 patent does not take effect until 
the reissue patent issues, "original claims 
1-18 continue to exist with their normal 
presumption of validity.** unaffected by the 
examiner's rejection based on the allegedly 
defective declaration. We. therefore, vacate 
the board's decision to the extent that it 
rejects claims 1-18 because of the allegedly 
defective declaration. 

Claims l-l 8 alone cannot support a reissue 
application. See In re Keil, 808 F.2d 830 
830 1 USPQ2d 1427. 1428 (Fcd.Cir. 1987) 



(Section 251 requires a change in "either the 
patent specification or claims."): In re Dietu 
680 F.2d 151, 152n.4.2l4USPQ 10. 12n.4 
(CCPA 1982) C*[I]t goes without saying 
that reissue of a patent fn identical form with 
the original patent is not a possibility."). The 
'951 application would fail, therefore, to 
comply with section 251 even if Clement 
were to cure the allegedly defective declara- 
tion. 

Conclusion 

Accordingly, the decision of the Board of 
Patent Appeals and Interferences sustaining 
the rejection of claims 49-52. and to reject 
the reissue application is afiirmed. and its 
decision to reject original claims 1-18 is 
vacated. 

COSTS 

Each party shall bear its own costs. 

AFFIRMED IN PART AND 
VACATED IN PART. 



APPENDIX A 



Claim 42 
Before Clement's Amendment on 

6/29/87 



A method of treating a mixture of printed 
and contaminated waste paper in order to 
oroducc pulps for use in the manufacture 
of paper and paperboards, which method 
comprises: 



Claim 42 
Before Examiner's Amendment on 
5/16/88 



(a) forming an aqueous fibrous suspen- 
sion of said waste paper at room tempera- 
ture without deinking agents by applying 
specific mechanical energy lower that 
fsicl 50 KW.H/Ton to form a pumpable 
slurry and to release the non-ink contami- 
nants from the surface of the paper fibers 
in the absence of deinking agents and 
without dispersing such non-ink contami- 
nants as finely divided particles through- 
out the fibrous suspension: _ 



A method of treating a mixture of printed 
and contaminated waste paper in order to 
produce duIds for use in the manufacture 
of paper'and paperboards. which method 
comprises: 



(b) removing the released non-ink con- 
taminants from the fibrous suspension by 
screening and cleaning; 



(a) forming a first aqueous fibrous sus- 
pension of said waste paper at room tem- 
perature by applying specific mechanical 
energy lower that [sic] 50 KW.H/Ton to 
form a pumpable slurry and to release the 
non-ink contaminants from the surface ot 
the paper and without dispersing such 
non-ink contaminants as finely divided 
particles throughout the fibrous sus- 
pension; 



(c) softcnins the ink vehicles and weaken- 
in'" their binding with the surface of the 
fibers bv submitting the fibrous suspen- 
sion at a consistency of more than l:>/o to 
the simultaneous actions of (A) a high 
temperature between 85° and 130 U 



(b) removing the non-ink contaminants 
which have been released without disper- 
sal as finelv divided particles Irom the 
first fibrous* susoension by screening and 
cleaning to form a second aqueous fibrous 
suspension substantially free of non-ink 
contaminants; 



(c) after the step of removing the non-ink 
contaminants softening the ink vehicles 
and weakening their binding with the sur- 
face of the fibers by submitting the sec- 
ond fibrous suspension at a consistency of 
more than \5?c to the simultaneous ac- 
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APPENDIX A 



Claim 42 
Before Clement's Amendment on 
6/29/87 


Claim 42 
Before Examiner's Amendment on 
5/16/88 


(B) high shear forces substantially corre- 
sponding to a specific mechanical energy 
of more than 50 KW.H/Ton applied at 
the said consistency of more than 15% 
and (C) at least one deinking agent under 
strong alkaline conditions having a pH 
preferably greater than 9; 


ttons of (A) a high temperature between 
85' and 130" C, (B) high shear forces 
substantially corresponding to a specific 
mechanical energy of more than 50 
KW.H/Ton applied at the said consisten- 
cy of more than 15% and (C) at least one 
deinking agent under strong alkaline con- 
ditions having a pH of at least 9; and 


(d) detaching the ink particles from the 
surface of the fibers and dispersing them 
into the fibrous suspension by submitting 
the fibrous suspension to the simultaneous 
actions of (A) high temperature between 
85° and 130° C, (B) high shear forces 
substantially corresponding to a specific 
mechanical energy of more than 50 
KW.H/Ton applied at the said consisten- 
cy of more that [sic] 15% and (C) at least 
one chemical dispersing agent, under 
strong alkaline conditions having a pH 
preferably greater than 9; 


(d) detaching the ink particles from the 
surface of the fibers and dispersing them 
into the second fibrous suspension by sub* 
mitting the second fibrous suspension to 
the simultaneous actions of (A) high tem- 
perature between 85° and 130° C, (B) 
high shear forces substantially corre- 
sponding to a specific mechanical energy 
of more that [sic] 50 KW.H/Ton applied 
at the said consistency of more than 15% 
and (C) at least one chemical dispersing 
agent, under strong alkaline conditions 
having a pH of at least 9 whereby higher 
specific energy inputs and higher tem- 
peratures are used to detach the ink parti- 
cles from the fibers of the second fibrous 
suspension after removal of the non-ink 
contaminants than are used on the first 
fibrous suspension before removal of the 
non-ink contaminants; 


(e) limiting the total duration of the ink 
softening and detaching steps (c) and (d) 
to a range between 2 and 10 minutes and 


(e) limiting the total duration of the ink 
softening and detaching steps (c) and (d) 
to a range between 2 and 10 minutes and 


(0 removing the detached ink particles 
from the fibrous suspension to provide the 
degree of brightness required in the final 
product of the pulp. 


(0 removing the detached ink particles 
from the second fibrous suspension to pro- 
vide the degree of brightness required in 
the final product of the pulp. 


APPENDIX B 


Patent Claim 1 


Reissue Claim 49 


A method of treating a mixture of printed 
and contaminated waste paper in order to 
produce a pulp for use in the manufacture 
of paper and paperboards, said waste pa- 
per containing non-ink contaminants in- 
cluding stickies, which method comprises: 


A method of treating a mixture of printed 
and contaminated waste paper in order to 
produce a pulp for use in the manufacture 
of paper and paperboards, said waste pa- 
per containing non-ink contaminants in- 
cluding stickies, which method comprises: 


(a) forming a first aqueous fibrous sus- 
pension of said waste paper at room tent- 
perature by applying specific mechanical 
energy lower that [sic J 50 KW.H/Ton to 
form a pumpable slurry and to release 
substantially all of the non-ink contami- 
nants including the stickies, from the sur- 


(a) forming a first aqueous fibrous sus- 
pension of said waste paper at a tempera- 
ture below the melting point of the non- 
ink contaminants by applying specific 
mechanical energy sufficient to form a 
pumpable slurry and to release substan- 
tially all of the non-ink contaminants in- 
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Patent Claim 1 


Reissue Claim 49 


face of the paper and without dispersing 
such non-ink contaminants as finely divid- 
ed particles throughout the fibrous 
suspension; 


eluding the stickies, from the surface of 
the paper and without dispersing such 
non-ink contaminants as finely divided 
particles throughout the fibrous 
suspension; 


(b) removing substantially all of the non- 
ink contaminants including the stickies, 
which have been released without disper- 
sal as finely divided particles from the 
first fibrous suspension by screening and 
cleaning at room temperature to form a 
second aqueous fibrous suspension sub- 
stantially free of the non-ink contami- 
nants including the stickies; 


(b) removing substantially all of the non- 
ink contaminants including the stickies, 
which have been released without disper- 
sal as finely divided particles from the 
first fibrous suspension by screening and 
cleaning to form a second aqueous fibrous 
suspension substantially free of the non- 
ink contaminants including the stickies; 


(c) after the step of removing the non-ink 
contaminants softening the ink vehicles 
and weakening their binding with the sur- 
face of the fibers by submitting the sec- 
ond fibrous suspension at a consistency of 
more than 15% to the simultaneous ac- 
tions of (A) a high temperature between 
85' and 130° C. (B) high shear forces 
substantially corresponding to a specific 
mechanical energy of more than 50 
KW.H/Ton applied at the said consisten- 
cy of more than 1 5% and (C) at least one 
deinking agent under strong alkaline con- 
ditions having a pH of at least 9; and 


(c) after the step of removing the non-ink 
contaminants, (1) softening the ink vehi- 
cles and weakening their binding with the 
surface of the fibers, and then (2) detach- 
ing the ink particles from the surface of 
the fibers and dispersing the particles into 
the second fibrous suspension by submit- 
ting the second fibrous suspension at a 
consistency of more than 15% to the si- 
multaneous actions of temperature, pres- 
sure, specific energy and chemical dosing 
sufficient to insure softening of the ink 
vehicles. 


(d) detaching the ink particles from the 
surface of the fibers and dispersing them 
into the second fibrous suspension by sub- 
muting tne scconu norous suspcnMun iu 
the simultaneous actions of (A) high tem- 
perature between 85 3 and 130' C, (B) 
high shear forces substantially corre- 
sponding to a specific mechanical energy 

,t f yx.t^ro tUnrt \f) X'lV hi fTnn annlipH at 
Of more inctn ju t\.tr.n[iuri ajjpiitu ai 

the said consistency of more that [sic] 
15% and (C) at least one chemical dis- 
persing agent, under strong alkaline con- 
ditions having a pH of at least 9 whereby 
higher specific energy inputs and higher 
temperatures arc used to detach the ink 
particles from the fibers of the second 
fibrous suspension after removal of the 
non-ink contaminants than are used on 
the first fibrous suspension before remov- 
al of the non-ink contaminants; 


detachment of the ink particles from the 
surface of the fibers and dispersion of the 
detached ink particles into the second 

fihrnim <;ii^nprn;inn whprchv higher soecif- 

ic energy inputs and higher temperatures 
are used to detach the ink particles from 
the fibers of the second fibrous suspension 
after removal of the non-ink contaminants 
than are used on the first fibrous suspen- 
sion before removal of the non-ink 
contaminants; 


{c) limiting the total duration of the ink 
softening and detaching steps (c) and (d) 
to a range between 2 and 10 minutes and 


(dj iimiting the total duration of step 
(c)f/j and (c)(2) to a range between 2 and 
iO minutes and 


(f) removing the detached ink particles 
from the second fibrous suspension to pro- 
vide a brightness of at lesat [sic] 59 ISO 
[in] the final pulp. 


(e) removing the detached ink particles 
from the second fibrous suspension to pro- 
vide a brightness of at least 59 ISO in the 
final pulp. 



